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FARNAN, District Judge.

Presently before the Court in this patent infringement action is Plaintiff Bayer AG' s First Motion
to Compel Production of Documents Pursuant to Rule 37 of the Federa Rules of Civil Procedure (D..
351), and Defendants' First Rule 37 Motion to Compel (D.l. 353). For the reasons discussed below,
the Court will grant Plantiff’ s motion, and will grant in part but deny in part Defendants motion.

BACKGROUND

Pantiff Bayer AG filed this action againg Defendant Sony Electronics, Inc. (“SEL”) on January
9, 1995, for infringement of United States Patent No. 4,290,799 (“the * 799 patent”) through the sde of
recording media containing certain metal powders. On July 8, 1997, Plaintiff filed a second action
againg Defendant Sony Corporation, Inc. (“Sony”) and Defendant Dowa Mining Co. (“Dowa’), which
was eventudly consolidated with the firgt action, for actively inducing SEL’ s infringement of the ‘799
patent. The instant disputes arose during discovery in the consolidated action.

STANDARD OF REVIEW

Under Federd Rule of Civil Procedure 26(b)(1), the parties “ may obtain discovery regarding
any matter . . . that isrelevant to the clam or defense of any party. . .. Reevant information need not
be admissble at the trid if the discovery appears reasonably calculated to lead to the discovery of

admissible evidence” Fep. R. Civ. P. 26(b)(1).
DISCUSSION

Plaintiff’'sMotion (D.l. 351)



A. SEL’s Compliance with Plaintiff’s Third Set of Production Requests
1. Request # 83

Plaintiff seeks production of documents relaing to the procurement and testing of dl the raw
materiads used to manufacture Defendants accused products. Although Defendants initially agreed that
it would not base their defense on the method used to manufacture the accused products, it has been
represented to the Court that Defendants counsal now takes the position that the manufacturing
process somehow changes the characterigtics of the meta powders. Asaresult, the Court is not
convinced that this request is overbroad or unduly burdensome, in that these other raw materials may
interact with the metal powders during the manufacturing process, thus making these raw materids

relevant to this case.

2. Request # 84
Plaintiff seeks production of documents regarding Dowa s metal powdersthat SEL usesin
manufacturing the accused products. Defendants make an unsupported contention that this request is
overbroad but they fail to provide a sufficient justification for this contention.
3. Request # 85
Plaintiff requests production of documents concerning “each metal tape coating” applied or
made by Sony in the United States. Defendants object to this request asirrelevant, overbroad and
unduly burdensomein that it requires Defendants to produce “ every piece of paper ever created by
SEL’smetd tape manufacturing operation a Dothan.” (D.l. 357 a 5). The Court concludes that

Defendants fall to sufficiently demonstrate the overbreadth of said request, and the Court findsiit to be



relevant to the issues of infringement and damages.
4, Request #87
Paintiff requests production of al documents regarding the use and importation of the accused
powders and the manufacturing of the accused tapes by Sony Japan or Dowa. Defendants contend
that this argument is moot because it has turned over some responsive documents after the Court
denied Defendants motionsto dismiss. However, as Plaintiff notes, Defendants have not represented
that al responsive documents have been produced. In addition, Defendants contention that the instant
request is moot is refuted by the fact that Defendants have objected to this request subsequent to the
Court’sdenid of Defendants motions. (D.l. 352, letter from Defendants counsdl dated March 8,
2001).
5. Request # 89
Paintiff requests production of documents concerning the actud or anticipated marketing in the
United States by SEL of the accused products. Defendants contend that they will only comply with this
request when the parties agree upon a date for mutual supplementation of discovery. Defendants do
not contest the relevancy or the breadth of this request, and the Court concludes that Defendants
cannot condition their response on the requested agreement.  If Alaintiffs refuse to supplement their
document production at some point in the future, Defendants can bring the matter to the Court’s
attention at that time.
B. Sony’s Compliance with Plaintiff’s First Set of Document Production Requests

1. Requests#1 & 2



Paintiff seeks production of documents relevant to Sony’s defenses of invdidity,
unenforcesbility and non-infringement. The Court does not find this request to be overbroad, and
concludes that Defendants must produce al documentsin its possession or control pertaining to
contentions or opinions, including contentions or opinions of third parties, relevant to these issues!

2. Request #3

Plaintiff seeks production of documents relating to the testing of the accused products and of
the metal powders used in the accused products. Defendants contend that the request is overbroad
because it fails to specify the tests of which Plaintiff seeks production, and that said request is so broad
that it requires production of, for instance, documents pertaining to a videotape' s susceptible to
jamminginaVCR. The Court fallsto see how Plaintiff could craft this request more concisaly without
complete knowledge of what tests Defendants perform on the accused products.?

3. Request # 4

Plaintiff requests production of documents “which relate, reflect, or refer to the process’
currently or formerly used by Dowa or any other third party “to manufacture any meta powder(s) used
in any Sony magnetic media” Defendants object to the focus of the request on the manufacturing
process. The Court cannot conclude, at this juncture, that the manufacturing processisirrelevant to this

case; however, the Court does conclude that Defendants overbreadth argument is based on an

! Defendants argument that Plaintiff’ s request requires clairvoyance because it seeks
documents regarding “future’ contentions or assertions is unpersuasive. The request is obvioudy
directed towards documents that will support Defendants defensesin this litigation.

2 Plaintiff specifies that the basic categories of tests sought by this request is eectron
microscopic sudies and photomicrographs.



unreasonable interpretation of the language of the request.®
4, Request # 8
Plaintiff seeks production of samples of Dowa s meta powders used in the accused products.
Defendants object to producing these samples unless Plaintiff agreesto treat the samples as “Highly
Confidentia.” For the reasons discussed below, the Court concludes that said samples should be
afforded “Highly Confidentid” status. Asaresult, Defendants objection to this request is moot.
5. Request #9
Paintiff seeks production of dl documents and items “which relate, reflect or refer to
conception, design, research, product improvement, testing, evaluation or development” of the metal
powder used by Sony Japan in the manufacturing process. Defendants agree to produce documents
regarding Dowa s powders, but object to producing powders from third-party manufacturers because
such powders exceed the scope of thelitigation. The Court finds that discovery on this issue should not
be confined to products using Dowa powders Ssmply because Dowa has been identified as one of the
suppliers of metal powders used in the accused products. Accordingly, the Court concludes that
Defendants must comply with the request.
6. Request # 10
Paintiff seeks production of documents concerning SEL’ s manufacturing process at its plant in
Dothan, Alabama. Defendants object because they contend that the manufacturing processisirrdevant

to the case. However, as noted above, the Court cannot conclude at this juncture that the

3 Speificaly, Defendants suggest that the request would require production of the floor plan of
Dowa splant. (D.l. 357 & 8).



manufacturing processis irrelevant.
7. Requests # 11-13
These requests seek production of documents regarding Sony’ s involvement in the
manufacturing process. The only request to which Defendants specificaly object is number 12, which
isessentidly identical to request number 83 issued to SEL. For the same reasons as for request
number 83, the Court concludes that the production is appropriate.

C. Dowa’'s Compliance with Plaintiff’sFirst Set of Document Production Requests

To the extent that these requests are identicd to those discussed above concerning Sony,
including requests # 1-4, 7, and 10-13, the Court concludes that for the same reasons, Defendants
must comply with the requested production.

1. Request # 8

Pantiff requests production of documents and items concerning the “conception, design,
research, product improvement, testing, evaluation or development of the meta powder sold by Dowa
for use or used by Sony Jgpan for the manufacture of Sony magnetic media” Defendants contend that
Paintiff should be required to first identify what types of teststhat it seeks; however, the Court
concludes that such identification is unwarranted when Plantiff may not be awvare of dl such tests
performed by Defendants.

2. Request # 9
Plaintiff seeks production of documents regarding any changesin any of Dowa s metd

powders. Defendants object to this request because there have been “innumerable’ changesin said



powders that have “absolutely nothing to do with any issuesin dispute,” and they therefore contend that
Plaintiff should identify the types of changesthet it deems rdevant. However, Plaintiff cannot be
expected to identify which changes it deems rdevant without first having an opportunity to examine al
of these “innumerable’ changes. Asaresult, the Court finds the scope of Plaintiff’ s request to be
warranted.
. Defendants Motion (D.I. 353)

A. “Highly Confidential” Status of Dowa’s Powders

Defendants contend that Plaintiff should be required to accept Defendants' request that Dowa' s
metal powders be afforded “highly confidentia” status. The stipulated protective order entered in this
case dlows ether party to desgnate discovery materid as*highly confidentia” if it believesin good faith
that the materia contains “particularly senstive business or technicd information.” (D.I. 136 & 1 2).
The Court concludes that Plaintiff fails to provide sufficient judtification to rebut Defendants good faith
belief that the powders warrant “highly confidentid” status. Therefore, the powders will be afforded
such gtatus in accordance with the stipulated protective order.

B. I dentity of Plaintiff’s Secret Source

SEL requests the Court to review the United States Magistrate Judge' s denia of its motion to
compel Plaintiff to produce un-redacted copies of three specified documents. Producing these un-
redacted documents would reved Plaintiff’s " secret source,” which provided Plaintiff with samples of
Dowa s metal powders during the mid 1980s. (D.I. 248). The Magidtrate Judge determined that the
confidentidity agreement between Plaintiff and its secret source outweighed SEL’s need to obtain the

un-redacted documents.



This Court can only overrule the Magistrate Judge' s decision on anon-dispositive matter if it
was “clearly erroneous or contrary to law.” 28 U.S.C. 8 636(b)(1)(A). The*“clearly erroneous’
gandard means areviewing court can upset afinding of fact if supported by some evidence “only if the

court has ‘the definite and firm conviction that a mistake has been committed.”” Hanesv. Liggett

Group Inc., 975 F.2d 81, 92 (3d Cir. 1992).

The Court agrees that the identity of the “secret source” isrdevant to SEL’s laches defense, in
that the secret source may have had information that would have and should have derted Plantiff to the
dleged infringement years earlier if Plantiff had conducted an inquiry. However, through its cdlose
relaionship with Dowa, SEL. has access to information regarding the public availability of Dowa's
powders during the relevant time period, who was provided with samples of Dowa s powders, €tc.
Although perhaps not the most convenient route for obtaining evidence to support its laches defense,
the Court concludes that SEL’s access to this information diminishes SEL’s need to know the identity
of the secret source.

SEL aso argues that the secret source may have internal documents concerning the powders
that even Dowa does not have, or that the secret source has documentation of conversations with
Pantiff that Plaintiff no longer has. Firdt, as noted above, SEL has an dternative route to obtain this
evidence. Second, the Court finds that speculation as to what documents this secret source may have
isinsufficient to establish the clearly erroneous nature of the Magistrate Judge s baancing of the
competing interests. Therefore, the Court will deny Defendants motion as to thisissue.

C. Costs and Expensesfor SEL’s Counsel to Travel to Germany

The Court previoudy granted SEL’ s request for Plaintiff to reimburse it for cogsit incurred in



having its counsd travel to Germany to depose Plaintiff’ switnesses. (D.I. 237; D.1. 238). However,
the Court never st forth the precise amounts to be paid, and as aresult, Plaintiff now objectsto
Defendants’ itemized costs of $51,839.74.* Plaintiff was ordered to pay SEL’s costs due to Plaintiff’s
falure to make its withesses available for depogitionsin Ddaware, and absent an indication that SEL
incurred extravagant expensesin bad faith, the Court finds no reason to question the legitimacy of the
cogsincurred. Accordingly, the Court will grant SEL’s motion to compel payment of $51,839.74 to
cover the costs incurred.
CONCLUSION

In sum, the Court concludes that Plaintiff Bayer AG's First Motion to Compe Production of
Documents Pursuant to Rule 37 of the Federal Rules of Civil Procedure (D.I. 351) should be granted.
The Court also concludes that Defendants' First Rule 37 Motion to Compd (D.1. 353) should be
denied insofar as it seeks production of un-redacted documents that would reved the identity of

Paintiff’s secret source, but that the motion should be granted in dl other respects.

4 Specificaly, Plaintiff objectsto paying for: (1) Defendants own trandator to fly to Germany,
(2) busness class arline tickets, (3) three attorneys to participate in the depositions, (4) the number of
hours listed as travel time, and (5) the costs of the flights due to * optiond flight changes.”
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IN THE UNITED STATES DISTRICT COURT

FOR THE DISTRICT OF DELAWARE

BAYER AG,
Raintiff,
V. : Civil Action No. 95-8-JJF

SONY ELECTRONICS, INC,,
etd.,

Defendants.

ORDER
At Wilmington this 20 day of August, 2001, for the reasons st forth in the Memorandum
Opinion issued this date;
IT ISHEREBY ORDERED that:
1. Haintiff Bayer AG’ s First Motion to Compe Production of Documents Pursuant to
Rule 37 of the Federd Rules of Civil Procedure (D.1. 351) isGRANTED.
2. Defendants First Rule 37 Motion to Compel (D.I. 353) isDENIED insofer asit
seeks production of un-redacted documents that would revea the identity of Plaintiff’s secret source,

but isGRANTED in dl other respects.

JOSEPH J. FARNAN, JR.
UNITED STATES DISTRICT JUDGE




